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DETAILED ACTION 
Response to Amendment 

1. The amendment and remarks filed January 18, 2007, are noted and appreciated. 

2. Claims 1-30 remain pending. 

« 

Response to Arguments 

i 

3. Applicant's arguments, see the remarks, filed January 18, 2007, with respect to 
the rejections set-forth in the prior Office action, have been fully considered in light of 
Applicant's amendment and are persuasive. The rejections are withdrawn. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 6, 7, 10, 14, 16, 22, 23, 26, 35, 40, 41, 44, 45, 47, 53, 54, and 57 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Varley et al. (US 5,614,268 
A). 

With respect to claims 1 and 16, Varley teaches a method in which, an anti- 
corrosion coating is applied to the surface of a metal (abstract). The anti-corrosion 
coating includes a C6-C10 carboxylic acid (1:65-2:17),which reads on applicant's claimed 
"lower alkyl carboxylic acid" (see p. 6 of the specification). Insofar as Varley discloses 
resistance to humidity cabinet treatment (see 2:bottom-3:top), it is the examiner's 
position that the coating formed is "moisture-retentive." 
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With respect to claim 6, Varley's coating composition, which reads on "moisture- 
retentive," includes at least one of the categories of compounds recited in this claim. 
With respect to claim 7, Varley discloses a polar solvent (2:34-36). 
With respect to claim 10, Varley teaches 10-25% by weight carboxylic acid (2:16- 

18). 

With respect to claim 14, Varley teaches that the composition may be used as a 
lubricant (1:5-25). 

With respect to claim 22, Varley teaches that the composition is 
"pharmacologically safe and non-toxic" (1:49-51). It is the examiner's position that this 
reads on the composition's being "ingestible by humans." 

With respect to claim 23, insofar as the composition is, overall, anti-corrosive, and 
contains components in addition to the carboxylic acid, it is the examiner's position 
that Varley reads on this claim. 

With respect to claims 26, Varley teaches selecting a suitable solvent (2:33-36). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 3, 11-13, 15, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Varley et al. 

With respect to claim 3, insofar as the overall coating composition of Varley 
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imparts both corrosion resistance and moisture retention, it is well-known to repeat a 
coating step to build-up a coating of a desired thickness, which meets the limitations 
recited in this claim. 

With respect to claim 1 1 , although not explicitly recited by Varley, it is well-known 
to adjust the concentration of a coating composition in order to give desired coating 
characteristics (viscosity, flowability, etc.), as well as desired (in this particular case) 
substrate protection. Consequently, it would have been obvious to one of ordinary 
skill in the art to optimize the concentration of the coating composition by routine 
experimentation. 

With respect to claim 12, it is well-known to repeat a coating step to build-up" a 
coating of a desired thickness. 

With respect to claim 13, Varley explicitly teaches that the coating composition is 
spray-applied electrostatically (3:top), but the method is clearly not limited thereto. It 
is the examiner's position that any suitable method, including painting, would have 
been obvious to one of ordinary skill in the art as an equivalent means of applying the 
coating composition. 

With respect to claim 15, Varley does not explicitly teach that using the composition 
as a pump oil or brake fluid. Because Varley does teach, broadly, using the 
composition a lubricant for a metal, it would have been obvious to one of ordinary skill 
in the art to also use the composition as a pump oil or brake fluid, both of which are 
specific uses of lubricants for metals. 

» 
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With respect to claim 29, Varley does not teach immersing the substrate in the 
coating composition. It is the examiner's position that any suitable method, including 
dip-coating, would have been obvious to one of ordinary skill in the art as an equivalent 
means of applying the coating composition. 

Allowable Subject Matter 

8. Claims 2, 4, 5, 8, 9, 17-21, 24, 25, 27, 28, and 30, are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

9. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art neither teaches nor suggests the limitations of these claims. 

Conclusion 

10. The prompt development of clear issues in the prosecution history requires that 
applicant's reply to this Office action be fully responsive (MPEP § 714.02). When filing 
an amendment, applicant should specifically point out the support for any amendment 
made to the disclosure, including new or amended claims (MPEP §§ 714.02 & 2163). A 
fully responsive reply to this Office action, if it includes new or amended claims, must 
therefore include an explicit citation (i.e., page number and line number) of that/those 
portion(s) of the original disclosure which applicant contends support(s) the new or 
amended limitation(s). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William P. Fletcher III whose telephone number is (571) 



0713-42/CTNF 



Application/Control Number: 10/606,946 



Page 6 



Art Unit: 1762 

272- 1419. The examiner can normally be reached on Monday through Friday, 0900h- 
1700h. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone 
number for the organization where this application or proceeding is assigned is 57.1- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




William Phillip Fletcher III 
Primary Examiner 
Art Unit 1762 



April 2, 2007 
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